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§ 42.52 Compelling testimony and pro-
duction. 

(a) Authorization required. A party 
seeking to compel testimony or pro-
duction of documents or things must 
file a motion for authorization. The 
motion must describe the general rel-
evance of the testimony, document, or 
thing, and must: 

(1) In the case of testimony, identify 
the witness by name or title; and 

(2) In the case of a document or 
thing, the general nature of the docu-
ment or thing. 

(b) Outside the United States. For tes-
timony or production sought outside 
the United States, the motion must 
also: 

(1) In the case of testimony. (i) Identify 
the foreign country and explain why 
the party believes the witness can be 
compelled to testify in the foreign 
country, including a description of the 
procedures that will be used to compel 
the testimony in the foreign country 
and an estimate of the time it is ex-
pected to take to obtain the testimony; 
and 

(ii) Demonstrate that the party has 
made reasonable efforts to secure the 
agreement of the witness to testify in 
the United States but has been unsuc-
cessful in obtaining the agreement, 
even though the party has offered to 
pay the travel expenses of the witness 
to testify in the United States. 

(2) In the case of production of a docu-
ment or thing. (i) Identify the foreign 
country and explain why the party be-
lieves production of the document or 
thing can be compelled in the foreign 
country, including a description of the 
procedures that will be used to compel 
production of the document or thing in 
the foreign country and an estimate of 
the time it is expected to take to ob-
tain production of the document or 
thing; and 

(ii) Demonstrate that the party has 
made reasonable efforts to obtain the 
agreement of the individual or entity 
having possession, custody, or control 
of the document or thing to produce 
the document or thing in the United 
States but has been unsuccessful in ob-
taining that agreement, even though 
the party has offered to pay the ex-
penses of producing the document or 
thing in the United States. 

§ 42.53 Taking testimony. 
(a) Form. Uncompelled direct testi-

mony must be submitted in the form of 
an affidavit. All other testimony, in-
cluding testimony compelled under 35 
U.S.C. 24, must be in the form of a dep-
osition transcript. Parties may agree 
to video-recorded testimony, but may 
not submit such testimony without 
prior authorization of the Board. In ad-
dition, the Board may authorize or re-
quire live or video-recorded testimony. 

(b) Time and location. (1) Uncompelled 
direct testimony may be taken at any 
time to support a petition, motion, op-
position, or reply; otherwise, testi-
mony may only be taken during a tes-
timony period set by the Board. 

(2) Except as the Board otherwise or-
ders, during the testimony period, dep-
osition testimony may be taken at any 
reasonable time and location within 
the United States before any disin-
terested official authorized to admin-
ister oaths at that location. 

(3) Uncompelled deposition testi-
mony outside the United States may 
only be taken upon agreement of the 
parties or as the Board specifically di-
rects. 

(c) Duration. (1) Unless stipulated by 
the parties or ordered by the Board, di-
rect examination, cross-examination, 
and redirect examination for compelled 
deposition testimony shall be subject 
to the following time limits: Seven 
hours for direct examination, four 
hours for cross-examination, and two 
hours for redirect examination. 

(2) Unless stipulated by the parties or 
ordered by the Board, cross-examina-
tion, redirect examination, and re- 
cross examination for uncompelled di-
rect deposition testimony shall be sub-
ject to the following time limits: Seven 
hours for cross-examination, four hours 
for redirect examination, and two 
hours for re-cross examination. 

(d) Notice of deposition. (1) Prior to 
the taking of deposition testimony, all 
parties to the proceeding must agree 
on the time and place for taking testi-
mony. If the parties cannot agree, the 
party seeking the testimony must ini-
tiate a conference with the Board to 
set a time and place. 

(2) Cross-examination should ordi-
narily take place after any supple-
mental evidence relating to the direct 
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testimony has been filed and more than 
a week before the filing date for any 
paper in which the cross-examination 
testimony is expected to be used. A 
party requesting cross-examination 
testimony of more than one witness 
may choose the order in which the wit-
nesses are to be cross-examined. 

(3) In the case of direct deposition 
testimony, at least three business days 
prior to the conference in paragraph 
(d)(1) of this section, or if there is no 
conference, at least ten days prior to 
the deposition, the party seeking the 
direct testimony must serve: 

(i) A list and copy of each document 
under the party’s control and on which 
the party intends to rely; and 

(ii) A list of, and proffer of reasonable 
access to, anything other than a docu-
ment under the party’s control and on 
which the party intends to rely. 

(4) The party seeking the deposition 
must file a notice of the deposition at 
least ten business days before a deposi-
tion. 

(5) Scope and content—(i) For direct 
deposition testimony, the notice limits 
the scope of the testimony and must 
list: 

(A) The time and place of the deposi-
tion; 

(B) The name and address of the wit-
ness; 

(C) A list of the exhibits to be relied 
upon during the deposition; and 

(D) A general description of the scope 
and nature of the testimony to be elic-
ited. 

(ii) For cross-examination testimony, 
the scope of the examination is limited 
to the scope of the direct testimony. 

(iii) The notice must list the time 
and place of the deposition. 

(iv) Where an additional party seeks 
to take direct testimony of a third 
party witness at the time and place no-
ticed in paragraph (d)(5) of this section, 
the additional party must provide a 
counter notice that lists the exhibits 
to be relied upon in the deposition and 
a general description of the scope and 
nature of the testimony to be elicited. 

(6) Motion to quash—Objection to a 
defect in the notice is waived unless 
the objecting party promptly seeks au-
thorization to file a motion to quash. 

(e) Deposition in a foreign language. If 
an interpreter will be used during the 

deposition, the party calling the wit-
ness must initiate a conference with 
the Board at least five business days 
before the deposition. 

(f) Manner of taking deposition testi-
mony. (1) Before giving deposition tes-
timony, each witness shall be duly 
sworn according to law by the officer 
before whom the deposition is to be 
taken. The officer must be authorized 
to take testimony under 35 U.S.C. 23. 

(2) The testimony shall be taken with 
any questions and answers recorded in 
their regular order by the officer, or by 
some other disinterested person in the 
presence of the officer, unless the pres-
ence of the officer is waived on the 
record by agreement of all parties. 

(3) Any exhibits used during the dep-
osition must be numbered as required 
by § 42.63(c), and must, if not previously 
served, be served at the deposition. Ex-
hibits objected to shall be accepted 
pending a decision on the objection. 

(4) All objections made at the time of 
the deposition to the qualifications of 
the officer taking the deposition, the 
manner of taking it, the evidence pre-
sented, the conduct of any party, and 
any other objection to the deposition 
shall be noted on the record by the offi-
cer. 

(5) When the testimony has been 
transcribed, the witness shall read and 
sign (in the form of an affidavit) a 
transcript of the deposition unless: 

(i) The parties otherwise agree in 
writing; 

(ii) The parties waive reading and 
signature by the witness on the record 
at the deposition; or 

(iii) The witness refuses to read or 
sign the transcript of the deposition. 

(6) The officer shall prepare a cer-
tified transcript by attaching a certifi-
cate in the form of an affidavit signed 
and sealed by the officer to the tran-
script of the deposition. Unless the par-
ties waive any of the following require-
ments, in which case the certificate 
shall so state, the certificate must 
state: 

(i) The witness was duly sworn by the 
officer before commencement of testi-
mony by the witness; 

(ii) The transcript is a true record of 
the testimony given by the witness; 

(iii) The name of the person who re-
corded the testimony, and if the officer 
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did not record it, whether the testi-
mony was recorded in the presence of 
the officer; 

(iv) The presence or absence of any 
opponent; 

(v) The place where the deposition 
was taken and the day and hour when 
the deposition began and ended; 

(vi) The officer has no disqualifying 
interest, personal or financial, in a 
party; and 

(vii) If a witness refuses to read or 
sign the transcript, the circumstances 
under which the witness refused. 

(7) Except where the parties agree 
otherwise, the proponent of the testi-
mony must arrange for providing a 
copy of the transcript to all other par-
ties. The testimony must be filed by 
proponent as an exhibit. 

(8) Any objection to the content, 
form, or manner of taking the deposi-
tion, including the qualifications of the 
officer, is waived unless made on the 
record during the deposition and pre-
served in a timely filed motion to ex-
clude. 

(g) Costs. Except as the Board may 
order or the parties may agree in writ-
ing, the proponent of the direct testi-
mony shall bear all costs associated 
with the testimony, including the rea-
sonable costs associated with making 
the witness available for the cross-ex-
amination. 

§ 42.54 Protective order. 

(a) A party may file a motion to seal 
where the motion to seal contains a 
proposed protective order, such as the 
default protective order set forth in the 
Office Patent Trial Practice Guide. The 
motion must include a certification 
that the moving party has in good 
faith conferred or attempted to confer 
with other affected parties in an effort 
to resolve the dispute. The Board may, 
for good cause, issue an order to pro-
tect a party or person from disclosing 
confidential information, including, 
but not limited to, one or more of the 
following: 

(1) Forbidding the disclosure or dis-
covery; 

(2) Specifying terms, including time 
and place, for the disclosure or dis-
covery; 

(3) Prescribing a discovery method 
other than the one selected by the 
party seeking discovery; 

(4) Forbidding inquiry into certain 
matters, or limiting the scope of dis-
closure or discovery to certain mat-
ters; 

(5) Designating the persons who may 
be present while the discovery is con-
ducted; 

(6) Requiring that a deposition be 
sealed and opened only by order of the 
Board; 

(7) Requiring that a trade secret or 
other confidential research, develop-
ment, or commercial information not 
be revealed or be revealed only in a 
specified way; and 

(8) Requiring that the parties simul-
taneously file specified documents or 
information in sealed envelopes, to be 
opened as the Board directs. 

(b) [Reserved] 

§ 42.55 Confidential information in a 
petition. 

A petitioner filing confidential infor-
mation with a petition may, concur-
rent with the filing of the petition, file 
a motion to seal with a proposed pro-
tective order as to the confidential in-
formation. The institution of the re-
quested trial will constitute a grant of 
the motion to seal unless otherwise or-
dered by the Board. 

(a) Default protective order. Where a 
motion to seal requests entry of the de-
fault protective order set forth in the 
Office Patent Trial Practice Guide, the 
petitioner must file, but need not 
serve, the confidential information 
under seal. The patent owner may only 
access the filed sealed information 
prior to the institution of the trial by 
agreeing to the terms of the default 
protective order or obtaining relief 
from the Board. 

(b) Protective orders other than default 
protective order. Where a motion to seal 
requests entry of a protective order 
other than the default protective order, 
the petitioner must file, but need not 
serve, the confidential information 
under seal. The patent owner may only 
access the sealed confidential informa-
tion prior to the institution of the trial 
by: 
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